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DETAILED ACTION 

Claims 1-8 are pending and have been examined. 

Priority 

1. Acknowledgment is made of applicant's claim for foreign priority under 
35 U.S.C. 119(a)-(d). The certified copy has been filed. 

Information Disclosure Statement 

2. The Information Disclosure Statement filed on 28 January 2004 has 
been considered. 

Claim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

4. Claim 8 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 8 is directed toward software 
alone and is therefore not patentable. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so 
as to prevent the unjustified or improper timewise extension of the "right to 
exclude" granted by a patent and to prevent possible harassment by multiple 
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assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one 
examined application claim is not patentably distinct from the reference 
claim(s) because the examined application claim is either anticipated by, or 
would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 
1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent either is shown to be commonly owned with this application, or claims 
an invention made as a result of activities undertaken within the scope of a 
joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

5. Claims 1-8 are provisionally rejected on the ground of nonstatutory 

obviousness- type double patenting as being unpatentable over claims 1-2 of 

copending Application No. 10/694,777 in view of Gronemeyer et al. (USPN 

6,363,359). 

This is a provisional obviousness-type double patenting rejection. 
Current Claim 1 

10/694,777, claim 1 disclosed: 

A software updating system, comprising: a plurality of update data 
supplying apparatuses for supplying update confirmation information 
regarding the presence or absence of updates for predetermined software 
via a network; an electronic device for executing a process in accordance 
with said update confirmation information supplied from said update 
data supplying apparatus, wherein said electronic device includes: 
judging means forjudging whether or not, among installed software, 
there exists software for which the presence of updates needs to be 
confirmed; detection means for detecting said update data supplying 
apparatus to which an inquiry is to be made on the presence of updates 
for said software for which said judging means has judged a confirmation 
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to be necessary; inquiring means for making an inquiry on the presence 
of updates for said software to said update data supplying apparatus 
detected by said detection means; and execution means for executing a 
process based on said update confirmation information supplied from 
said update data supplying apparatus in response to said inquiry made 
by said inquiring means, and said update data supplying apparatus 
includes: confirmation means for confirming the presence or absence of 
updates for said software regarding which there was an inquiry on the 
presence of updates by said inquiring means of said electronic device; 
and supplying means for supplying to said electronic device said update 
confirmation information in accordance with a confirmation result by 
said confirmation means. 

Gronemeyer disclosed acquisition means for acquiring update 
management data indicating a timing for confirming the presence of 
updates for installed software (column 6, lines 64-65, the timing of when 
the sentinel is loaded; additionally column 2, lines 58-65); and 
storage means for storing said update management data acquired by said 
acquisition means (column 6, lines 64-65, the sentinel is stored). 

It would have been obvious to one of ordinary skill in the art at the time 
of invention to implement the software updating system of 10/694,777 
with timing information for performing a timing as found in 
Gronemeyer's teaching. This implementation would have been obvious 
because one of ordinary skill in the art would be motivated to self- test 
and thus ensure system integrity (Gronemeyer: column 6, line 61 to 
column 7, line 2). 

Current Claim 2 

10/694,777 claim 2 disclosed: 

The software updating system according to claim 1 , wherein said update 
confirmation information is one of update data for updating said software 
and information indicating the presence or absence of updates. 

Current Claim 3 

In view of 10/694,777 and Gronemeyer for claim 1 above, Gronemeyer 
disclosed the software updating system according to claim 1, wherein 
said update management data is attached to said installed software, and 
said acquisition means of said electronic device acquires said attached 
update management data from said installed software (column 7, lines 
25-26, "configuration log"). 

Current Claim 4 
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In view of 10/694,777 and Gronemeyer for claim 1 above, Gronemeyer 
disclosed the software updating system according to claim 1 , wherein 
said acquisition means of said electronic device acquires said update 
management data from a developer of said installed software (column 7, 
lines 25-26, "configuration log", installed software originates from a 
developer). 

Current Claims 5-8 

Substantially the same as for claims 1-4. 

Furthermore, there is no apparent reason why applicant would be 
prevented from presenting claims corresponding to those of the instant 
application in the other copending application. See In re Schneller, 397 
F.2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP § 804. 



Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant for a 
patent. 

7. Claims 1-8 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Gronemeyer et al. (USPN 6,363,359). 



Claim 1 

Gronemeyer disclosed a software updating system, comprising: 
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an update data supplying apparatus for supplying update confirmation 
information regarding the presence or absence of updates for predetermined 
software via a network (figure 4, elements 342 and 344; column 7, lines 56-58, 
"server"); 

an electronic device for executing a process in accordance with said 
update confirmation information supplied from said update data supplying 
apparatus (figure 4, element 302; column 7, lines 52-54, "client computing 
device' 3 ), wherein 

said electronic device includes: 

acquisition means for acquiring update management data 
indicating a timing for confirming the presence of updates for installed 
software (column 6, lines 64-65, the timing of when the sentinel is loaded; 
additionally column 2, lines 58-65); 

storage means for storing said update management data acquired 
by said acquisition means (column 6, lines 64-65, the sentinel is stored); 

judging means forjudging based on said update management data 
whether or not, among said installed software, there exists software for 
which the presence of updates needs to be confirmed (figure 3, element 
202; column 7, lines 25-26); 

detection means for detecting said update data supplying 
apparatus to which an inquiry is to be made on the presence of updates 
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for said software for which said judging means has judged a confirmation 
to be necessary (figure 3, element 206; column 7, lines 31-32); 

inquiring means for making an inquiry on the presence of updates 
for said software to said update data supplying apparatus detected by 
said detection means (figure 3, element 208; column 7, lines 56-58); and 

execution means for executing a process based on said update 
confirmation information supplied from said update data supplying 
apparatus in response to said inquiry made by said inquiring means 
(figure 3, element 210), and 

said update data supplying apparatus includes: 

confirmation means for confirming the presence or absence of 
updates for said software regarding which there was an inquiry on the 
presence of updates by said inquiring means of said electronic device 
(column 7, lines 56-58, to send update options those options are first 
determined, not "available"; and 

supplying means for supplying to said electronic device said 
update confirmation information in accordance with a confirmation 
result by said confirmation means (column 7, lines 56-58). 

Claim 2 

Gronemeyer disclosed the software updating system according to claim 1 , 
wherein said update confirmation information is one of update data for 
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updating said software and information indicating the presence or absence of 
updates (column 7, lines 56-28). 

Claim 3 

Gronemeyer disclosed the software updating system according to claim 1, 
wherein said update management data is attached to said installed software, 
and said acquisition means of said electronic device acquires said attached 
update management data from said installed software (column 7, lines 25-26, 
"configuration log"). 

Claim 4 

Gronemeyer disclosed the software updating system according to claim 1, 
wherein said acquisition means of said electronic device acquires said update 
management data from a developer of said installed software (column 7, lines 
25-26, "configuration log", installed software originates from a developer). 

Claims 5-8 

The limitations of claims 5-8 are substantially the same as for claims 1-4 and 
as such are rejected in the same manner. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William H. Wood whose telephone number is (571J-272-3736. 
The examiner can normally be reached 9:00am - 5:30pm Monday thru Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki can be reached on (571)-272-3719. The fax phone numbers for the 
organization where this application or proceeding is assigned are (571)273-8300 for regular 
communications. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained form either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
systems, see http: / / pair-direct.uspto.gov . For questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-2 17-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703)305-3900. 



William H. Wood 
Patent Examiner 
AU 2193 
September 18, 2006 




